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DETAILED ACTION 

1 . This is responsive to Amendment filed on 01/07/2008 to the original 
application No. 10/660,337 filed on 09/11/2003. 

2. Claims 1-27 are pending of which claims 1,8, 15 and 21 are independent 
form. 

Response to Amendment 

3. The new title of invention "A Method and A Computer Program Product 
stored in A Computer Readable Medium for Managing Locally Initiated Electronic 
Mail Attachment Documents" has been accepted and entered into the record. 

4. The Replacement Sheet of drawings was received on 01/07/2008. 
However, these drawings are not acceptable because they did not appropriately 
address all the objections due to the informalities raised in the previous Office 
action. Accordingly, the drawings are still objected to because of the followings: 

. Elements (34) and (22) in Figure 2 have both been used to designate 
LOCAL AREA NETWORK. 

. The drawings do not include the following reference sign(s) mentioned in 
the description: element 21 (Local Area Network) in Figure 2 and element 40 
(CANCEL icon) in Figure 3b. 

Response to Arguments 

5. Applicant's arguments, see page 10, filed on 01/07/2008, with respect to 
the rejection(s) of claim(s) 1-27 35 U.S.C. 103(a) as being unpatentable over 
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Jones et al. (US Patent Application Publication No. 2002/0120678 A1) in view of 
Malik (US Pat No. 7,003,551 B2) have been fully considered and are persuasive. 
Therefore, the rejection has been withdrawn. However, upon further 
consideration, a new ground(s) of rejection is made in view of Delia et al. (US 
2003/011 5273 A1). 

Claim Objections 

6. Claims 1 , 7, 8, 15 and 21 are objected to because of the following 
informalities: 

The limitation "an attachment" cited in claims 1 and 8, lines 4 and 5 and in 
claim 7 line 2 should have changed to "the attachment". Appropriate correction is 
required. 

The limitation "an electronic mail message" in claims 15 and 21, line 3 
should have changed to "the electronic mail message". Appropriate correction is 
required. 

The limitation "an attachment" cited in claim 15 line 5, and claim 21 line 6 
should have changed to "the attachment". Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 
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7. Claims 1, 8, 15 and 21 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claims 1 and 8 recite the limitation "the storage of attachments" in line 1 
and "the original document" in line 7. There is no antecedent basis for those 
limitations in the claims. 

Claims 15 and 21 recite the limitation "the original document" in lines 7 
and 8 respectively. There is no antecedent basis for this limitation in the claims. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent or 
(2) a patent granted on an application for patent by another filed in the United States before 
the invention by the applicant for patent, except that an international application filed under 
the treaty defined in section 351 (a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 1 -7 and 1 5-20 are rejected under 35 U.S.C. 1 02(e) as being 
anticipated by Delia et al. (US 2003/0115273 A1). 

The applied reference has a common assignee with the instant 
application. Based upon the earlier effective U.S. filing date of the reference, it 
constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 
102(e) might be overcome either by a showing under 37 CFR 1 .132 that any 
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invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an 
appropriate showing under 37 CFR 1 .131 . 

Regarding claim 1 , Delia et al. teaches a method for managing the 
storage of attachments for electronic mail messages comprising the steps of: 

A) "receiving an electronic mail message at a destination" (see the 
Abstract: A first email is received at a client computer which includes a first 
attachment file from the network e-mail system); and 

B) "determining the origin of an attachment to the electronic message"(see 
Fig. 1A: "compare if two files are identical" (38)). 

C) "deleting an attachment that originated at the destination location of the 
electronic message" (see Fig. 1C : (62) Deleting the new attachment ); and 

D) "creating a link to the original document located at the destination 
location of the electronic message" (see Fig. 1C : (62) Replace it with a pointer 
pointing to the existing attachment). 

Regarding claim 2, Delia et al. discloses the claimed feature of "the 
destination location of the electronic message is the location of the sender of the 
electronic message" (see paragraph [0031]: the incoming file and attachment). It 
is noted that Examiner considers the incoming file comes from the sender. 
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Regarding claim 3, Delia discloses the claimed feature of "further 
comprising before said origin determination step the step of determining whether 
the received electronic message has an attachment"(see Fig. 1A: "Determine 
whether incoming file with an attachment" (18)). 

Regarding claim 4, Delia discloses the claimed feature of "after said 
attachment deleting step, the step of saving the electronic message" (see Fig. 
1C: Saving incoming message (66)). 

Regarding claim 5, Jones discloses the claimed feature of "said 
attachment origin determination step further comprises determining whether the 
attachment was created at the location of the sender of the electronic 
message"(see paragraph [0031]: The attachment management utility to search 
for existing attachments and compare the existing attachments to the incoming 
attachment). 

Regarding claim 6, Delia et al. discloses the claimed feature of "before said 
link creation step, the step of updating the received message to reflect the 
deleted attachment"(see Fig. 1C: step (70)) . 

Regarding claim 7, Jones discloses the claimed feature of "before said 
attachment origin determination step, the step of determining whether the 
recipient of an electronic message desires to save the electronic message" (see 
Fig. 1A:Save incoming attachment (42)). 

Regarding claims 15-20, they are directed to "A computer program 
product" corresponding to method claims 1-7. Since they do not teach or define 
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above the information in the corresponding method claims, they are rejected 
under same basis. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

9. Claims 8-14 and 21-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Delia et al.(US Patent Application Publication No. 
2003/01 15273 A1) in view of Dunn (US Patent Publication Application No. 
2004/0034688 A1 ). 

Regarding to claims 8 and 9, most of the limitations of those claims have 
been noted in the rejection of claim 1. However, Delia does not expressly 
disclose the claimed features of "determining whether the electronic mail 
recipient desires to modify an attachment that originated at the destination 
location of the electronic message"(as in claim 8) and "further comprising after 
said modification determination step, the step of modifying the attachment"(as in 
claim 9). Dunn, from the same or similar field of endeavors, discloses when users 
desire to modify, forward, resend, etc., the attachment, links to the attachment 
are provided with an email message (see Dunn, the Abstract). Dunn further 
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teaches that an access interface is provided to allow a recipient of a link to a 
document to view and otherwise obtain the document and to perform operations 
on the document (see Dunn, also the Abstract). Thus, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to 
modify Delia' method by adding the teachings of Dunn to achieve the claimed 
features of "determining whether the electronic mail recipient desires to modify 
an attachment that originated at the destination location of the electronic 
message"(in claim 8) and "further comprising after said modification 
determination step, the step of modifying the attachment"(as in claim 9). Such 
combination would have permitted Dunn's method to allow Delia's method to 
avoid the problems or undesirable effects which can exist in email system due to 
proliferation of multiple copies of email attachment, lack of attachment 
management options or other causes (see Dunn, paragraph [0013]). 

Regarding claim 10, most of the limitations of the claim have been noted in 
the rejection of claim 8. In addition, claim 10 is similar in scope with claim 3, 
therefore is rejected as set forth above. 

Regarding claim 1 1 , Delia does not disclose the claimed feature of "further 
comprising after said modification determination step, the step of deleting the 
attachment when there is a determination that the recipient does not want to 
modify the attachment". Dunn, from the same or similar field of endeavors, 
teaches that a sender can update or delete an attachment if there was a mistake 
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in attaching the wrong object (see Dunn, paragraph [0049]).Thus, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Delia's method by adding the teachings of Dunn to achieve the claimed 
feature of "further comprising before said link creation step, the step of updating 
the received message to reflect the modified attachment". Such combination 
would have permitted Dunn's method to allow Delia's method to avoid the 
problems or undesirable effects which can exist in email system due to 
proliferation of multiple copies of email attachment, lack of attachment 
management options or other causes (see Dunn, paragraph [001 3]). 

Regarding claim 12, most of the limitations of the claim have been noted in 
the rejection of claim 8. In addition, claim 12 is similar in scope with claim 5, 
therefore is rejected as set forth above. 

Regarding claim 13, Delia does not disclose the claimed feature of "further 
comprising before said link creation step, the step of updating the received 
message to reflect the modified attachment". Dunn, from the same or similar field 
of endeavors, teaches that although a local copy of Doc1 must be obtained at 
client2, at some point, such as upon saving a modified version of the document, 
eventually the server's copy of Doc1 is updated to a newer version (see Dunn, 
paragraph [0045]). Dunn further discloses prior email messages that referenced 
an older version of the single copy are updated so that they point to the latest 
version (see Dunn, paragraph [0047]). Thus, it would have been obvious to one 



Application/Control Number: 10/660,337 Page 
Art Unit: 2153 

of ordinary skill in the art at the time the invention was made to modify Delia's 
method by adding the teachings of Dunn to achieve the claimed feature of 
"further comprising before said link creation step, the step of updating the 
received message to reflect the modified attachment". Such combination would 
have permitted Dunn's method to allow Delia's method to avoid the problems or 
undesirable effects which can exist in email system due to proliferation of 
multiple copies of email attachment, lack of attachment management options or 
other causes (see Dunn, paragraph [0013]). 

Regarding claim 14, most of the limitations of the claim have been noted 
in the rejection of claim 8. In addition, claim 14 is similar in scope with claim 7, 
therefore is rejected as set forth above. 

Regarding claims 21-27, they are directed to "A computer program 
product" corresponding to method claims 8-14. Since they do not teach or define 
above the information in the corresponding method claims, they are rejected 
under same basis. 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure: 

Gong (US Pat App Pub No. 2004/0064733 A1 ) 

Daniell et al. (US Pat App Pub No. 2004/0068545 A1 ) 

Kirsch (US Pat App Pub No. 2004/01 771 20 A1 ) 

Mastrianni (US Pat App Pub No. 2002/0116641 A1). 



1 1 . Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Bryan Bui whose telephone number is (571)- 
270-1981 The examiner can normally be reached on Monday-Friday from 8:00 
am to 5:00 pm (EST). If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Glenton B. Burgess can be reached on 
(571 )-272-3949. The fax phone number for the organization where this 
application or proceeding is assigned is (571)-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, see http://pairdirect. 
uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
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would like assistance from USPTO Customer Service Representative or access 
to the automated information system, call 1-(800)-786-9199 (in U.S.A or Canada) 
or1-(571)-272-1000. 



BB 

/Glenton B. Burgess/ 

Supervisory Patent Examiner, Art Unit 2153 



